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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 
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I) 13 Responsive to communication(s) filed on 15 October 2003 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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6) [x] Claim(s) 1-17 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)[X] The drawing(s) filed on 15 October 2003 is/are: a)^ accepted or b)D objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-17 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Specifically, the claimed method requires that methane from a cow's breath 
be used to grow methane-utilizing (methylotrophic) microorganisms. There is no 
evidence on the record, however, for example experimental data, that methane taken 
from a cow's breath produced a grown culture of a methylotrophic microorganism. 
There is no evidence that if the apparatus described in the application, including one or 
more methylotrophic microorganisms and culture medium, were placed on a cow, that 
the methylotrophic microorganisms would grow better if a cow's exhaled breath were 
pumped into the chamber containing the microorganisms than if the chamber were 
exposed to unadulterated air. Also, as no indication of the concentration of methane 
needed to practice the claimed invention is provided, there is no indication as to 
whether or not the microorganisms would grow if the chamber were simply mounted on 
the cow without the cow's breath pumped in. In view of the foregoing, and because no 
working examples have been provided, one of skill in the art at the time that the 
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application was filed would not have been able to determine whether or not the claimed 
method is operational as described, or whether additional work is required to complete 
the concept. It is clear that in order to practice the scope of the claimed subject matter, 
the skilled artisan would have expected to have undertaken essentially a trial and error 
process. Such a process clearly amounts to undue experimentation. Because the 
specification does not demonstrate that the claimed invention works, the skilled artisan 
clearly would have expected to have to experiment unduly to practice the claimed 
invention. In sum, undue experimentation would be required to practice the invention as 
claimed due to the quantity of experimentation necessary; limited amount of guidance 
and limited number of working examples in the specification; nature of the invention; 
state of the prior art; relative skill level of those in the art; predictability or unpredictability 
in the art; and breadth the claims (In re: Wands, 8 USPQ2d 1400, 1404 (Fed. Cir. 
1988). A holding of non-enablement is, therefore, clearly required. 

Claim 3 is rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for a methane conveyance means that is powered by 
a battery, does not reasonably provide enablement for a methane conveyance means 
that is powered by any other power source, such as solar, water, wind, etc. or another 
"functional source of power." The specification does not enable any person skilled in 
the art to which it pertains, or with which it is most nearly connected, to practice the 
invention commensurate in scope with these claims. Specifically, claim 3 includes any 
means of generating power for the methane conveyance means. This claim language 
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ompasses a multitude of possible power sources, including power sources neither 
templated nor disclosed by the specification as filed and for which Applicant has 
vided no guidance for their design, construction, feasibility or practicality. Such 
ors are particularly important for non-mechanical power sources for which energy 
st be harnessed and converted, e.g., solar, water, wind, methane and methane- 
ived energy, as well as an "other functional source of power." In view of the great 
snt of the claimed subject matter, combined with the fact that the specification as 
j provides a description of only a limited amount of guidance (the battery-powered 
thane conveyance means), it is clear that in order to practice the scope of the 
med subject matter, the artisan of ordinary skill would have expected to have 
lertaken essentially a trial and error process. Such a process clearly amounts to 
iue experimentation. Because the specification provides no guidance as to how to 
3ct, design, make and incorporate power sources apart from the battery, the skilled 
san clearly would have expected to have to experiment unduly to practice the 
med invention. In sum, undue experimentation would be required to practice the 
ention as claimed due to the quantity of experimentation necessary; limited amount 
guidance and limited number of working examples in the specification; nature of the 
ention; state of the prior art; relative skill level of those in the art; predictability or 
predictability in the art; and breadth the claims (In re: Wands, 8 USPQ2d 1400, 1404 
d. Cir. 1988). A holding of non-enablement is, therefore, required. 

Claim 3 may be amended to recite: "The method of claim 2, wherein said 
iveyance means includes any means powered by a battery." 
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Claim 7 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
Claim 7 recites that the microorganisms, growth medium and methane are 
"independently exposed" in a fermentation process. The drawings, however, do not 
show a design and the specification does not describe a method in which any of these 
three components are independently exposed to anything. The specification also 
provides no guidance for the construction or use of an apparatus in which the 
microorganisms, the growth medium or the methane would be exposed independently 
to a particular object, chemical compound or cell. Consequently, it is clear that in order 
to practice the claimed invention, one of skill in the art would have expected to have 
undertaken essentially a trial and error process to construct an apparatus to practice the 
method of claim 7. Such a process clearly amounts to undue experimentation. 
Because the specification and drawings provide no guidance as to how to design and 
make an apparatus in which the microorganisms, growth medium and methane are 
"independently exposed" in a fermentation process, the skilled artisan clearly would 
have expected to have to experiment unduly to practice the claimed invention. As a 
result, a holding of lack of enablement is required. Applicant may wish to cancel this 
claim. 
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Claim 9 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
Claim 9 recites "other microorganisms which promote the growth of said methane- 
utilizing microorganisms." Although the specification discloses that methane-utilizing 
(methylotrophic) microorganisms are well known in the art of microbiology (see p. 3, last 
paragraph), it does not teach that other organisms may be grown along with the 
methylotrophic organisms to improve their growth. The specification discloses that 
Methylococcus capsulatus may be placed and grown in the apparatus used in the 
claimed method, but it does not disclose combining this organism with one or more 
additional organisms. Thus, the specification provides no guidance for selecting one or 
more compatible additional organisms or for incorporating such organisms into the 
apparatus. The specification also does not teach that combining a methylotrophic 
organism with one or more additional organisms is beneficial or desirable. As a result, a 
holding of lack of enablement is required. Applicant may wish to cancel this claim. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 3, 7, 11 and 12 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which Applicant regards as the invention. 
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In claim 1, step a. recites "providing methane gas that has been exhaled through 
ruminant animal exhalation." This step includes using air into which cows have exhaled 
that is distant from the apparatus in the claimed method, because in the claimed 
method, methane is not purified from the cow's breath to any degree and supplied to the 
apparatus. Step a. may be amended to recite: "a. collecting methane gas that has 
been exhaled through ruminant animal exhalation." 

Claim 3 recites an "other functional source of power." This phrase is not defined 
in the specification, rendering the meaning of the claim unclear, as it cannot be 
determined what Applicant intends to include in or exclude from the claim. As 
discussed above, and in view of the rejection for lack of enablement above, claim 3 may 
be amended to recite: "The method of claim 2, wherein said conveyance means 
includes any means powered by a battery." 

Claim 7 recites that the microorganisms, growth medium and methane are 
"independently exposed" in a fermentation process. The phrase "independently 
exposed" is not defined in the specification, rendering the meaning of the claim unclear. 
To what are these three components independently exposed? It cannot be determined 
what means causes any or all of the three components to be independently exposed to 
something else. For example, if each of the three components, as represented by part 
nos. (92), microorganisms, (93), medium, and (72), methane, may be exposed 
independently to the microorganism growth capsule pipe (80) shown in Figure 3A, such 
independent exposure means is not disclosed in the specification or drawings. 
Applicant may wish to cancel this claim. 
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Claim 1 1 recites that the microorganisms are "either new or have been previously 
exposed." The word "new" is not defined in the specification and is indefinite, because it 
can mean a different kind, or it can mean cultured apart from the apparatus and/or the 
cow, or it can have yet another meaning. Claim 1 1 may be amended to recite: "The 
method of claim 10 wherein said microorganisms either have or have not been 
previously exposed in said mutual-exposure means." 

Claim 12 recites that the microorganisms to be used are determined "in 
accordance with the environmental factors in which they are expected to grow, including 
factors such as ... ." The term "in accordance with" is indefinite, rendering the meaning 
of the claim unclear, because it does not delineate the relationship between a particular 
environmental factor and growth. The phrase "such as" renders the claim indefinite 
because it is unclear whether the limitations following the phrase are part of the claimed 
invention. See MPEP § 2173.05(d). Further, the terms "environmental factors," 
"temperature," and "density" do not appear in the specification, although the 
specification notes, as discussed above, that multiple methylotrophic microorganisms 
are well known. Thus, one of skill in the art would have recognized that, where 
methylotrophic microorganisms differ in their optimal growth conditions, the 
microorganism(s) best suited to the conditions at hand would have been selected. 
Claim 12 may be amended to recite: "The method of claim 1 , wherein the type of 
methane-utilizing microorganisms to be used in the confined apparatus is determined by 
one or more factors selected from the group consisting of the amount of growth desired, 
methane availability and nutrient availability." 
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Lastly, in amending the claims, Applicant may wish to have all the claims 
uniformly recite either a process or a method in the preamble. 

The prior art does not anticipate or reasonably suggest a method for producing 
methane-utilizing microorganisms in which methane exhaled in a cow's breath is used 
as a carbon source or in which the exhaled breath from a cow is collected and 
conducted to a growth chamber containing methylotrophic microorganisms. Claims that 
have not been specifically addressed above are rejected as being dependent from one 
or more rejected base claims. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rosanne Kosson whose telephone number is 571-272- 
2923. The examiner can normally be reached on Monday-Friday, 8:30-6:00, with 
alternate Mondays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Wityshyn can be reached on 571-272-0926. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Rosanne Kosson / \ 
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